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2. 35 U.S.C. 102(e) as amended by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and 
High Technology Technical Amendments Act of 2002 (form para- 
graph 7.12) must be applied if the reference is one of the follow- 
ing: 

a. a U.S. patent or a publication of a U.S. application for patent 
filed under 35 U.S.C. 111(a); 

b. a U.S. patent issued directly or indirectly from, or a U.S. or 
WIPO publication of, an international application if the interna- 
tional application has an international filing date on or after 
November 29, 2000. 

See the Examiner Notes for form paragraph 7.12 to assist in the 
determination of the 35 U.S.C. 102(e) date of the reference. 

3. Pre- AIPA 35 U.S.C 102(e) (form paragraph 7.12.01) must 
be applied if the reference is a U.S. patent issued directly, or indi- 
rectly, from an international application filed prior to November 
29, 2000. See the Examiner Notes for form paragraph 7.12.01 to 
assist in the determination of the 35 U.S.C. 102(e) date of the ref- 
erence. 

4. In determining the 35 U.S.C. 102(e) date, consider priority/ 
benefit claims to earlier-filed U.S. provisional applications under 
35 U.S.C. 119(e), U.S. nonprovisional applications under 35 
U.S.C. 120 or 121, and international applications under 35 U.S.C. 
120, 121 or 365(c) if the subject matter used to make the rejection 
is appropriately supported in the relied upon earlier-filed applica- 
tion's disclosure (and any intermediate application(s)). A benefit 
claim to a U.S. patent of an earlier-filed international application, 
which has an international filing date prior to November29, 2000, 
may only result in an effective U.S. filing date as of the date the 
requirements of 35 U.S.C. 371(c)(1), (2) and (4) were fulfilled. 
Do NOT consider any priority/benefit claims to U.S. applications 
which are filed before an international application that has an 
international filing date prior to November 29, 2000. Do NOT 
consider foreign priority claims under 35 U.S.C. 119(a)-(d) and 
365(a). 

5. If the reference is a publication of an international applica- 
tion (including voluntary U.S. publication under 35 U.S.C. 122 of 
the national stage or a WIPO publication) that has an international 
filing date prior to November 29, 2000, did not designate the 
United States or was not published in English by WIPO, do not 
use this form paragraph. Such a reference is not a prior art refer- 
ence under 35 U.S.C. 102(e). The reference may be applied under 
35 U.S.C. 102(a) or (b) as of its publication date. See form para- 
graphs 7.08 and 7.09. 

6. In bracket 2, insert either -clearly anticipated- or -antici- 
pated- with an explanation at the end of the paragraph. 

7. In bracket 3, insert the prior art relied upon. 

8. This form paragraph must be preceded by either of form 
paragraphs 7.12 or 7.12.01. 

9. Patent application publications may only be used if this form 
paragraph was preceded by form paragraph 7.12. 

< 

1 7.16 Rejection, 35 U.S.C. 102(b), Public Use or on Sale 
Claim [1] rejected under 35 U.S.C. 102(b) based upon a public 
use or sale of the invention. [2] 



Examiner Note: 

1 . This form paragraph must be preceded either by form para- 
graphs 7.07 and 7.09 or by form paragraph 7.103. 

2. A full explanation of the evidence establishing a public use 
or sale must be provided in bracket 2. 

K 7.77 Rejection, 35 U.S.C 102(c), Abandonment of 
Invention 

Claim (I] rejected under 35 U.S.C. 102(c) because the inven- 
tion has been abandoned. [2] 

Examiner Note: 

1 . This form paragraph must be preceded either by form para- 
graph 7.07 and 7. 10 or by form paragraph 7. 103. 

2. In bracket 2, insert a full explanation of the evidence estab- 
lishing abandonment of the invention. See MPEP § 2134. 

K 7.18 Rejection, 35 U.S.C 102(d), Foreign Patenting 
Claim [1] rejected under 35 U.S.C. 102(d) as being barred by 

applicants [2]. 
[3] 

Examiner Note: 

1 . This form paragraph must be preceded either by form para- 
graphs 7.07 and 7.1 1 pi by form paragraph 7.103. 

2. In bracket 3, insert an explanation of this rejection which 
must include appropriate dates and how they make the foreign 
patent available under 35 U.S.C. 102(d). 

3. Refer to MPEP § 2135 for applicable 35 U.S.C. 102(d) prior 
art. 

\ 7.19 Rejection, 35 U.S.C. 102(f), Applicant Not the 
Inventor 

Claim [1] rejected under 35 U.S.C. 102(f) because the appli- 
cant did not invent the claimed subject matter. [2| 

Examiner Note: 

1 . This paragraph must be preceded either by paragraphs 7.07 
and 7.13 or by paragraph 7.103. 

2. In bracket 2, insert an explanation of the supporting evidence 
establishing that applicant was not the inventor. See MPEP § 
2137. 

706.02(j) Contents of a 35 U.S.C. 103 
Rejection 

35 U.S.C. 103 authorizes a rejection where, to meet 
the claim, it is necessary to modify a single reference 
or to combine it with one or more other references. 
After indicating that the rejection is under 35 U.S.C 
103, the examiner should set forth in the Office 
action: 

(A) the relevant teachings of the prior art relied 
upon, preferably with reference to the relevant col- 
umn or page number(s) and line number(s) where 
appropriate, 
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(B) the difference or differences in the claim over 
the applied reference(s), 

(C) the proposed modification of the applied ref- 
erence(s) necessary to arrive at the claimed subject 
matter, and 

(D) an explanation why one of ordinary skill in 
the art at the time the invention was made would have 
been motivated to make the proposed modification. 

To establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be 
some suggestion or motivation, either in the refer- 
ences themselves or in the knowledge generally avail- 
able to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, 
there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limita- 
tions. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of suc- 
cess must both be found in the prior art and not based 
on applicant's disclosure. In re Vaeck, 947 F.2d 488, 
20 USPQ2d 1438 (Fed. Cir. 1991). See MPEP § 2143 
- § 2143.03 for decisions pertinent to each of these 
criteria. 

The initial burden is on the examiner to provide 
some suggestion of the desirability of doing what the 
inventor has done. "To support the conclusion that the 
claimed invention is directed to obvious subject mat- 
ter, either the references must expressly or impliedly 
suggest the claimed invention or the examiner must 
present a convincing line of reasoning as to why the 
artisan would have found the claimed invention to 
have been obvious in light of the teachings of the ref- 
erences." Ex parte Clapp, 227 USPQ 972, 973 (Bd. 
Pat. App. & Inter. 1985). See MPEP § 2144 - 
§ 2144.09 for examples of reasoning supporting obvi- 
ousness rejections. 

Where a reference is relied on to support a rejec- 
tion, whether or not in a minor capacity, that reference 
should be positively included in the statement of the 
rejection. See In re Hoch, 428 F.2d 1341, 1342 n.3 
166 USPQ 406, 407 n. 3 (CCPA 1970). 

It is important for an examiner to properly commu- 
nicate the basis for a rejection so that the issues can be 
identified early and the applicant can be given fair 
opportunity to reply. Furthermore, if an initially 
rejected application issues as a patent, the rationale 
behind an earlier rejection may be important in inter- 



preting the scope of the patent claims. Since issued 
patents are presumed valid (35 U.S.C. 282) and con- 
stitute a property right (35 U.S.C. 261), the written 
record must be clear as to the basis for the grant. 
Since patent examiners cannot normally be compelled 
to testify in legal proceedings regarding their mental 
processes (see MPEP § 1701.01), it is important that 
the written record clearly explain the rationale for 
decisions made during prosecution of the application. 

See MPEP § 2141 - § 2144.09 generally for guid- 
ance on patentability determinations under 35 U.S.C. 
103, including a discussion of the requirements of 
Graham v. John Deere, 383 U.S. 1, 148 USPQ 459 
(1966). See MPEP § 2145 for consideration of appli- 
cant's rebuttal arguments. See MPEP § 706.02(1) - 
§ 706.02(1)(3) for a discussion of prior art disqualified 
under 35 U.S.C. 103(c). 

706.02(k) Provisional Rejection (Obvi- 
ousness) Under 35 U.S.C. 
102(e)/103 [R-l] 

Effective November 29, 1999, subject matter which 
was prior art under former 35 U.S.C. 103 via 
35 U.S.C. 102(e) is now disqualified as prior art 
against the claimed invention if that subject matter 
and the claimed invention "were, at the time the 
invention was made, owned by the same person or 
subject to an obligation of assignment to the same 
person." This change to 35 U.S.C. 103(c) applies to 
all utility, design and plant patent applications filed on 
or after November 29, 1999, including continuing 
applications filed under 37 CFR 1.53(b), continued 
prosecution applications filed under 37 CFR 1.53(d), 
and reissues. The amendment to 35 U.S.C. 103(c) 
does not affect any application filed before November 
29, 1999, a request for examination under 37 CFR 
1.129 of such an application, nor a request for contin- 
ued examination under 37 CFR 1.114 of such an 
application. >The changes to 35 U.S.C. 102(e) in the 
Intellectual Property and High Technology Technical 
Amendments Act of 2002 (Pub. L. 107-273, 116 Stat. 
1758 (2002)) did not affect the exclusion under 
35 U.S.C. 103(c) as amended on November 29, 
1999.< See MPEP § 706.02(1)(1) for additional infor- 
mation regarding disqualified prior art under 
35 U.S.C. 102(e)/ 103. 
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